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eamed patent term adjustment. See 37 CFR 1 .704(b). 
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DETAILED ACTION 

Receipt is acknowledged amendment and remarks filed on 5/12//08. Claim 56 has been 
canceled as per applicants' amendment dated 5/12/08. In view of the amendment, 102 (e) 
rejections are hereby withdrawn. Elected species is allowable. Claims are examined with respect 
to semi-crystalline polymer as the structuring agent. 

Claim Rejections - 35 USC § 112 

Claims 54 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 54 is unclear as to applicants' intent. Claim 54 depends on claim 43 and claim 43 
depends on claim 31, which recites "wherein said compostion is in the form of mascara". 
Claim Rejections - 35 USC § 103 

Claims 31-34 and 36-55 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
the combination of U. S. Patents 6,375,941 ('941) and 5,519,063 ('063). 

Instant application is claiming composition comprising: 

1 . Fatty phase and the fatty phase has combination of specific compound and oil and the 

specific compound is drawn to semi-crystalline polymer and oil can be volatile or non volatile 
hydrocarbon oil or volatile or non volatile silicone oil. 

2. Composition has no waxes 

3. Composition has water and optionally hydrophilic organic solvents 

4. Film forming polymer (claim 47 and the film forming polymer can be polyurethane or 
vinyl polymers or polyamides or polyesters or polyureas or cellulosic polymers) 
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5. Colorant (claims 50-51) 

6. Cosmetic additive (claim 53) 

Patent '941 teaches mascara product comprising polyurethane. Patent at col.3, 11 25-28 
teaches the weight percent of the polymer and the weight percent of the fihn former claimed 
overlaps with the weight percent of polyurethane. Patent at col.l, 11 4-16 teaches compositions to 
mascara and at 11 17-21 teaches that the mascaras are commonly prepared as aqueous mascaras 
or anhydrous mascara. Anhydrous mascara is claimed in claim 43. Patent at col.2, 11 13-16 
teaches wax free compositions. Patent at col.3, 11 28-35 teaches having water or hydrophihc 
solvents and the weight percent taught by patent is within the weight percent claimed. Patent at 
col.3 line 47 through col.4, line 36 teaches adding thickener to the compositions and the purpose 
of the thickener is for adjusting the viscosity. Patent at col.4, line 60 through col.5, line 2 teaches 
auxiliary film forming polymer and these polymers are claimed in the instant application as film 
forming polymers. Patent at col.4, 11 37-47 teaches claimed additives and this includes claimed 
colorants (dyestuffs, pigments and dyes) and oils. The difference between the patent and instant 
application is patent does not teach claimed semi-crystalline polymer and specific volatile or non 
volatile hydrocarbon oil or volatile or non volatile silicone oil. 

Patent '063 teaches oily cosmetic compositions containing as a thickener association of 
two copolymers. This copolymer is the semi crystalline polymer claimed in the instant 
application. Patent at col.l, 11 10-15 teaches: 

Numerotjs cosmetic ooiiiposidoris are known which are 
intended, principally, to be applied to ttte skin, \ip% eya- 
kshes and bait, md wHcii are provide*! m tte fooii cif oily 
solMions or in the foim of emulsions. The pj-epaxEiion of 
these c«fmposililons generally recsmres thiekeiung: the oily 
phase principally to facilitate ibeir appHcation. 
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Patent at coll, 11 50-59 teaches: 

Ck^e Mi the advantages of the use of polymers Tot thick- 
erin^ coMiietiL afmpaskkins is thai da not pass through 
thi^ cutanvxm.^ ^Kirdi^r, so lhat tliere is no nctid to fear 
svstemic [oxiaiy. 

Aaolber ddvanUgc of tlic use of polymm is that it is 
poSiSibie Lv3 obtmn significant itdckenirtg wilii a relatively 
small amount of the thidEEising agent. 

Patent at col. 2 and col. 3, 11 1-24 teaches copolymer as a thickener and also the weight 
percent of the copolymer. Patent at col. 3, U 25-37 teaches oil phase and the weight percent of the 
fatty phase claimed is within the weight percent of the oily phase. Patent at col.4, 11 50-55 
teaches weight percent of the components use in the compositions. This includes claimed water 
and water soluble alcohol (hydrophilic solvent). Patent at col.5, 11 7-54 describes the oils that can 
be used and this includes claimed volatile and non volatile hydrocarbon oils, volatile and non- 
volatile silicone oils. Patent at col.60-63 expressly suggests that the composition can be in 
"anhydrous compositions". Patent at col.6, 11 15 et seq teaches copolymer preparations. See table 
1 for various copolymers. See example 7 drawn to "stearyl methacrylate/N vinyl pyrrolidone". 
All the copolymers are drawn to semi crystalline polymers. Patent under example F 8 teaches 
mascara formulations. Patent at col.5, 11 65-66 teaches anhydrous mascara compositions. 

Accordingly, it would be obvious to one of ordinary skill in the art at the time the 
invention was made to prepare compositions of patent '941 and substitute the thickener of patent 
'063 for the thickener of patent '941 since both the thickeners are functional equivalents and add 
colorants suggested by patent '941 and add oils of patent '063 . One of ordinary skill in the art 
would be motivated to add the oils and polymeric thickener of patent '063 with the reasonable 
expectation of success that the compositions having the polymeric thickener and oils produce 
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gels that can be easily removed and they are not toxic and significant thickening effect is 
obtained with a relatively small amount of thickening agent. This is a prima facie case of 
obviousness. 

With respect to limitations claimed in claims 32-34, 36-37 all these limitations are 
obtained using protocols described in the specification at pages 26-30 using specific equipments. 
PTO is not equipped to measure and therefore the claims are also prima facie obvious over the 
combination of patents '941 and '063. 

Any inquiry concerning this conmiunication or earlier conmiunications fi-om the 
examiner should be directed to JYOTHSNA A. VENKAT whose telephone number is 571-272- 
0607. The examiner can normally be reached on Monday-Friday, 10:30-7:30: 1st Friday off 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, MICHAEL WOODWARD can be reached on 571-272-8373. The fax phone number 
for the organization where this appHcation or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained fi-om either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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